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COMMUNICATION 



CoTnmissioner for Patents 
Washington, DC 20231 

Attn: Examiner Monika B. SHEINBERG 

Sir: 

The U.S. Patent and Trademark Office issued a non-final Office Action mailed on 
November 6, 2001 for the above-identified application. AppUcant's agent received the non-fmal 
Office Action on February 12, 2002 (attached are copies of the stamped envelope and the face 
page of the Office Action), not allowing the AppUcant proper time in which to respond. 

Accordingly. Applicant respectfully requests lhat the Examiner restart the period for 
responding to the non-final Office Action. 



Date: 




02. ZylZ^ 



David R. Marsh (Reg. No. 41,408) 
Andrew S. Brenc (Reg. No. 45,534) 



ARNOLD & PORTER 
555 Twelfth Street, N-W. 
Washington, D.C. 20004- 
(202) 942-5000 telephone 
(202) 942-5999 facsimile 
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Please find below and/or attached an Office communication concerning this application or 
proceeding. 
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Office Action Summary 



Application No. «pplicant(s) 



09/698,213 



Monika B Sheinberg 



MCININCH, JAMES D. 



Art Unit 
1631 



Z The MAILING DA TE of this communication appears on the c over sheBt with t»e correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE I MONTH{S) FROM 

earned paleni term adjustment See 37 CFR 1.704(b)- 

Status 

1)D Responsive to communication(s) filed on ^ . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

dosed in accordance with the practice under & parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-44 is/are pending in the application. 

4a) Of the above claim(s) ^ is/are withdrav\^n from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to, 

8) 13 Claim(s) 1-44 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. > 
10)^ The drawing(s) filed on 30 October 2000 is/are: a)U accepted or b)Ig| objected to by the Examiner. cS^eTr&'T Oj 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.65(a). 

The proposed drawing correction filed on , is: a)D approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action, 

12) D l^he oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAll b)n Some*c)D None of: 

1 Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
" See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

AtiachmGni(5) 

1 ) □ Notice of References Cited (PtO-692) 4) □ Interview Summary (PT0^13) Paper No(s). . 

2) g Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (FTO-1 52) 

3) □ Informstion Disclosure Slatement(5) (PTO-1449) Paper No(s) . 6) □ Other 



U.S. Pstenr (Jpd Trademark Oflica 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 0 
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Application/Control Number: 09/698,21 3 P^Se 2 

An Unit: 1531 



Drawings Notice 

Applicant is hereby notified that the required timing for the correction of drawings has 
changed. See the last 6 lines on the sheet v/hich is attached to the back of the PTO-948, entitled 
"Attachment for PTO-948 (Rev. 03/01 or earlier)". Due to the above notification Applicant is 
required to submit drawing corrections within the lime period set for responding to this Office 
action. Failure to respond to this requirement may result in abandonment of the instant 
application or a notice of a failure to fiilly respond to this Office aciion. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. § 121: 

I. Claims 1-1 6, 42, and 43, drawn to probability detemiination of one or more states 
for a nucleotide in a nucleic acid sequence, classified in class 435, subclass 6. 

II. Claims 17-21, drawn to probability deteTmination of strand coding of a nucleic 
acid sequence, classified in class 435, subclass 6. 

IIL Claims 22-28, drawn to probability determination of the extent of an open reading 
frame within a nucleic acid sequence, classified in class 435, subclass 6. 

IV. Claims 29-34, drawn to probability determination of the location of insertions and 
deletions within a nucleic acid sequence, classified in class 435, subclass 6. 

V. Claims 35-40, drawn to probability determination of exon location, classified in 
class 435, subclass 6. 

The inventions are distinct, each fi'om the other because of the following reasons: 
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Application/Control Number: 09/698,2 1 3 P^g^ ^ 

Art Unit: 1631 

Groups T-V are different and distinct because each determines a different probability. 
The probability of Group 1 concerns one or more slates for a nucleic acid in a nucleic acid 
sequence; ihe probability of Group IT concerns strand coding; the probability of Group III 
concerns open reading frames; the probability of Group IV concerns insertion and deletion 
location; and the probability of Group V concerns exon location. Group I does not require 
determijiing the probability of strand coding as seen in Group HI, nor the probability determined 
of exon location as seen iri Group V; Group 11 does not require the determination of insertions or 
deletions as seen in Group IV; and so forth. Each one of these probabilities has different and 
distinct concentrations within the art. 

Because these inventions are distinct for the reasons given above and the search required 

for Group I is not required for Groups II- V, restriction for examination purposes as indicated is 

proper. 

Applicant is advised tliat the reply to this requirement to be complete must include an 
election of the invention to be examined cventliough the requirement be traversed (37 CFR 
L143)- 



Inquiries 

Papers related to this application may be submitted to Technical Center 1 600 by facsimile 
transmission- Papers should be faxed to Technical Center 1 600 via the PTO Fax Center located in Crystal 
Mall ) . The faxing of such papere must confomi with the notices published in the Official Gazette, 1096 
OG 30 (November 15, 1988), 1156 OG 6] (NTovcmber 16, 1993), and 11 57 OG 94 (December 28, 1993) 
(See 37 CFR § 1 .6(d)). The CMl Fax Center number is either (703) 308^242, or (703) 308-4028. 



02/21/02 THU 15:52 [TX/RX NO 6072] \^00G 



02/21/Q2 14:49 FAX 202 942 5211 



ARNOLD & PORTER 



121007/010 



9 




Application/Control NuiTjber: 09/698,213 
Alt Unit: 1631 
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Any inquiry concerning this communication or earlier commtinications from the examiner should 



be directed to Monika 6. Shcinberg, whose telephone number is (703) 306-05 1 1 . The examiner can 
noimaHy be reached on Monday-Friday from 9 A.M. lo 5 P.M. 

If attempts to reach the examiner by telephone arc unsuccessftil, the examiner's supervisor, 
Michael Woodward, Ph.D., can be reached on (703) 308-4028, 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to Patent Analyst, Tina Plunkett, whose telephone number is (703) 305-3524, or to the 
Technical Center receptionist whose telephone number is (703) 308*0196. 




November 2, 2001 
Momka B. Sheinberg 




MICHAEL R WOODWARD 
SUPERVISORY PATENT EXAMINER 
TECHfJOLOGY CENTER 160n 
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The drawinE(s) nicd Unsen dale) fO ' b.D '(lO 

A. O/appruved bv ihc Dr-Kfisperson under?? CFR 1-81 or 1.152, 

R. 25 obicelrd .o'hv .he UTnfl.pe.son under 37 CFU S.M or 1.152 for .he re«ons indie»led below The E,»m.ner w„, ,equ e 

submis.,i=n or n«w. correc.ed drawi^gi ,vl,*n necessary. Correcicd drawing .nu.M he sgmlM.d accordme .o the .n«r«C..Ot..< =n Ih* back of Lh.. none.. 



1. DKAWINGS. 37 CFTl l.S4ta): Acrirpiablc calcgones ul' dr^twin^s: 
Birtck ink. Color. 

Color drawings flic noi acccplnblc iiniil ptiiion is granleU. 

pencil and non blnck ink not ptTmiiicd. hifiCi) 

2. PHOTOGRAPHS. 37CFRl.84Cb) 

1 lull-tcne sei i5 required, h^sts) 

Phoiogriiphs nipy nm he mourned. 37 CFR ]-StJ(c) 
Poorqualily (hnlf-ronc). Fi£(s) ^ 

3. TYPEOFPAPtR. 3? CFR 1.8^(0 

Pnper noi tlcxiblc. biron£i. while, and durnhlc. 
Fisls) 

HrnSure&v alicraiiiin-s. o^'cr^^'rilingi. lnicrliii^:iiions, 

loIrJS, copy machine marks not nctrepieJ, Fijits) 

Myl^r, velum pnpcr is nol ncccplnblt (,10i> ihin). 

■>ie(0 

4. SIZE OF PAPER. .^7 CFR l.S^O"): Acccplnblc sizes: 
2 1 ,0 cm by 29.7 cm (DIN size A-J) 

21.6cmby :7.9crtUB '^2 N M inches) 

All dra^i'ing bhceis not ihe s.'imc sac. 

Shccl(s) 

Drawings sheets nol nn acci.'pliibk biice. Fii:(5) 

5. MARGINS. ?7CFR I-B-1(d,): Acceplnble mnrgin.<i: 



Tup 2.5 cm Lvl'i 2.5cfn Ri^hi 1.5 cm Bouom 1.0 cm 

SIZE: A4Si7.c 
Top2.5'cm Le-Ti 2-5 cm Righl U cm Bouom 1.0 cm 

SlZi^; 8 1/2x11 — ^ 
Miir^ins sccepiablc. FigCs) i ^ \ /i 

X<^ Tc.U rr) Liri(L) 
y Rialii(R) BoilomCB) 

6. vitiwS. 37 CFR l.S4(h) 

REMINDER; Spcciflcaitan may require revision lo 

correspond 16 drawing ghapgES. 

Pariial vic-s. 37 CFR 1 .84(h)(2) 

Brackets needed 16 bhOw figure! hs one enlily. 

Views nol labtileU sepiirniKjy ur properly. 

FiRfs) 

Enlflrg.ed vjcw nol Inbcled sepjtrciely or propcHy. 

Fie(5) 

7. SECTIONAL VIEWS. 37 CFR 1.84 (h)(3) 

Haiching nol indicntfcd fdr strviion^il ponions of ftO ohjcci. 

Scciiqnal designation should bfi nO((sO whh Artbic or 

Ho mfin numbers. Fiefs'^ 



COMMENTS 



R. ARRANGEMENTOFViEWS. 37CFR l.6J(i) 

Words do nol llppcar on s horizonlal, kft-lo-righl fashion 
when pnjge is eilher uprighi or lurned m!) dim il>c lop 

becomes ihc righl side. t«cfipl for eraphs. Fig(5) . 

9. SCALE. 37 CFR I.B4(k) 

Scale nol Inr-sc enough 10 show mcchrtni&ni wiihoul 

crowding when drawing \% reduced In size lo iwo-ihlrd.s in 
re prod uci ion. 

FifiCsl 

10- CHARACTER OF LINES, NUMBERS, & LEITERS. 
3.7 CFR l-8^(i) 

y^ ines, numbers fit leiiers oqt uniformly ihick and well 
"acrincd. dean, durable, ;ind binck (poor line qualily). 

II. SHADING. 37 CFR 

^ Solid blfliik iirfias pale. Flgf.';) 



Solid bli^ck shttding no) peniiinad. Fig(s) 

Shndc lines, pnle, rOugh and blurred, Figl.*;) _ 



3:;. 



13. 



NUMBERS. LETTERS, di REFERIiNCE CHARACTERS- 
37CFJ5 l.e4(p) 

Numbers pnd reference chjiiacicis nci plain and legible. 

Figure legtndy are poor. Fig(!»), 

Numbers and reference characlcra noi oriemed in ihc 

s.imc direction as Ihc view. 37 CFR 1.84(p)fl) 

Fie.(s) 

English alphabet nol used. 37 CFR L84(p)(2) 

Figs 

Numbers. Iciicrs and reference characters musi be ai least 

.32 cm (l/a inch) in hcighl. 37 CFR 1.84(p)(3) 

LEAD LINE5. 37 CFR l.84(q) 
Lead line* cros.** each oihci'. 

Lead lin^s missing. Fig(s)_ 



Fig(s). 



M- NUMBERING OF SHEETS OF DRAWINGS. 37CFRl.M(t) 

^ Shceia noi numbered conscculively, .^nd in Arabic numerals 

beginning wiih number 1. SheEi(s) 

15. NUMBERING OF VIEWS. 37 CFR 1.84(u) 

_ Views noi numbered cor>6culive|y^ find in Arabic numerals- 
beginning wiih number 1 . Fig(&) 

16. CORRECTIONS. 37 CFR 1.84C^^) " 

Correciions nCl mtiUc from prior PTO-9J? 

daicd 

37 CFR 1. 



17. 



DESIGN DRAWINGS. 37 CFR 1.152 

Suffacxi shading shown ngi approprinx-"- Fi£(5) ^ 

Sp|ii,l black ^.hnding nni ii$cd for cqlgr contrast. 

Fi£(S) 
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Attachment for pTO-948 (Rev. 03/01, or earlier) 



6/18/01 



The below text replaces the pre-printed text under the heading, 
"Information on How to Effect Drawing Changes," on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOW TO EFFECT DRAWING CHANGES 



1. Correction of Informalities — 37 CFR 1.85 

New corrected drawings must be filed with the changes incorporated therein. 
Identifying indicia, if provided, should include the title of the invention, 
inventor's name, and application number, or docket number (if any) if an 
application number has not been assigned to the application. If this information is 
provided, it must be placed on the front of each sheet and centered within the top 
margin. If corrected drawings are required in a Notice of Allowability (PTOL- 
37), the new drawings MUST be filed within the THREE MONTH shortened 
stattitory period set for reply in the Notice of Allowability. Extensions of time 
may NOT be obtained under the provisions of 37 CFR 1. 136(a) or (b) for filing 
the con ected drawings after the mailing of a Notice of Allowability. The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draftsperson. 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted by the Draftsperson, 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the application will be 
allowed. No changes will be permitted to be made, other than correction of 
informalities, unless the examiner has approved the proposed changes. 

Timing of Corrections 

Applicant is required to submit the drawing corrections within the 
time period set in the attached Office communication . See 37 CFR 
1.85(a). 



Failure to take corrective action within the set period will result in 
ABANDONMENT of the application. 



06/01/01 
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February 21,2002 
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ilREijlRIEN^'"; 


Examiner Momka B . Sheinberg 
U.S.P.T.O., Art Unit 1631 


(703) 308-4556 


(703) 306-0511 
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Andrew S. Brenc 
(Reg. No. 45,534) 


(202) 942-5085 


1190 




'i^TlMEKEEPmNlK^l^ 




OurRef.No. 16517.075 


4980 


We are transmitting 10 page{s) (including this 
cover sheet) _ 






This document must be transmitted no later than: 
February 21, 2002 - ASAP 


Alternate telephone number at which the sender can be reached 
if there are difficulties with this fax: 
Deborah R. Hicl<s (202) 942-6473 


If you experience difficulty receiving this fax transmission, please contact the operator at 202.942.5837. 


MESSAGE 



PRIVILEGED AND CONFIDENTIAL ^ j , ■ , ^ 
Information intended only for the use of the addressee named above. If the reader of this message is not the intended recipient or the 
employlro Su^^^ for delivering the message to the intended recipient, please note that any ^f,-'"'"^ 
cSmg of *is CO is strictly prohibited. Anyone who receives ftis communic.t.on m error should notify us immediately by 
telephone and return the original message to us at Ihe above address via the U.S. Mail. . 
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